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DETAILED ACTION 

In view of applicant's amendment received 23 April 2007, Applicant's Remarks 
have been carefully considered but are not deemed persuasive to overcome the 
rejections of the previous office action. Therefore, the rejection of pending claims 1-14 
has been reiterated in this final office action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claim1-6, and 8-13 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Carr, III et al. US Patent 6,502,360. 

Regarding claim 1, Carr, III et al. discloses an apparatus that can be assembled 
by the method of reducing damage in a roof membrane caused by hail/fastener impact 
comprising: locating a fastener (16 fig 1) in a roof construction; positioning an energy 
absorbing material (20 fig 1) to discretely cover each individual fastener of said 
fasteners whereby said fastener is completely covered by said material; and affixing (18 
fig 1, the asphalt material 18 affixes the energy absorbing material to the fasteners) said 
material to said fastener. 
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Regarding claim 2, Carr, III et al. discloses an apparatus that can be assembled 
by the method of reducing roof membrane damage from hail/fastener contact as 
claimed in Claim 1 wherein said affixing is by adhering (18 fig 1). 

Regarding claim 3, Carr, III et al. discloses an apparatus that can be assembled 
by the method of reducing roof membrane damage from hail/fastener contact as 
claimed in Claim 2 wherein said adhering is by a self stick adhesive (18 fig 1) applied to 
said energy absorbing material. It is noted that the asphalt layer would act as an 
adhesive to bond layers 22 and 24 to layer 14 in figure 1. 

Regarding claim 4, Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics comprising: a roof substrate (12 fig 1) 
having one or more layers of material; at least one fastener (16 fig 1) exposed at a top 
surface of said substrate; a dedicated energy absorbing material (20 fig 1) positioned to 
discretely cover each individual fastener of said at least one fasteners; and a roof 
waterproofing membrane (22 fig 1) positioned atop all foregoing elements. 

Regarding claim 5, Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 4 wherein said one or 
more layers of material includes insulation (12 fig 1). It is noted that any of the layers 
can be considered an insulating layer because the layers would provide as some form 
of insulation. 
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Regarding claim 6, Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 4 wherein said energy 
absorbing material is cover tape (20 fig 1). It is noted that the cover tape 20 is the 
combination of layers 22 and 24 in figure 1. 

Regarding claim 8, Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 6 wherein said cover 
tape is ethylene propylene diene monomer (22 fig 1, column 2 lines 58-59). 

Regarding claim 9, Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 6 wherein said cover 
tape is self-adhesive tape (20 fig 1). It is noted that the cover tape adheres itself to the 
asphalt layer 18 fig 1. 

Regarding claim 10, Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 4 wherein said energy 
absorbing material is two layers (22 and 24 fig 1). 

Regarding claim 1 1 , Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 10 wherein said two 
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layers comprise a first layer (24 fig 1) covering a fastener (16 fig 1) and a second layer 
(22 fig 1) covering the first layer and a washer of the fastener. 

Regarding claim 12, Carr, III et al. discloses an apparatus that can be assembled 
by the method for reducing roof membrane damage from hail/fastener contact as 
claimed in Claim 1 wherein said energy absorbing material (20 fig 1) is installed on top 
of the roofing membrane (12 fig 1) in an area directly over and underlying fastener (16 

fig 1). 

Regarding claim 13, Carr, III et al. discloses a roof system with reduced 
hail/fastener impact damage characteristics comprising: a roof substrate (12 fig 1) 
having one or more layers of material; at least one fastener (16 fig 1) exposed at a top 
surface of said substrate; a roof waterproofing membrane (22 fig 1) positioned over said 
at least one fastener; and a dedicated energy absorbing material (20 fig 1) positioned 
atop all foregoing elements. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 7 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carr, III et al. US Patent 6,502,360. 

Carr, III et al. discloses a roof system with reduced hail/fastener impact damage 
characteristics as claimed in Claim 4 wherein said energy absorbing material is a self- 
sticking cover tape composed of cured EPDM (22 figl); however, Carr, III et al. does not 
disclose an EPDM with a butyl gum rubber bottom. The applicant's specification 
discloses in the second paragraph of the detailed description the following: "The energy 
absorbing material may comprise ethylene propylene diene monomer (EPDM), butyl 
rubber, EPDM with a butyl gum rubber bottom or other flowable material as a 
combination including at least one of the foregoing, and in one embodiment is affixed to 
fastener..." It would have been obvious to one of ordinary skill in the art at the time the 
invention was made as a matter of design choice to us an EPDM or butyl rubber or 
EPDM with a butyl gum rubber bottom or other flowable material as a combination 
including at least one of the foregoing to be used in a roofing system because, as stated 
above, applicant makes an admission that these items are interchangeable. 

Regarding claim 14, Carr, III, et al. disclose the roof system as claimed in claim 1 . 
Carr, III, et al. do not disclose a roof system wherein at least one layer of said energy 
absorbing material is dimensioned to only cover a fastener head of said at least one 
fastener. It would have been a matter of obvious design choice to make the energy 
absorbing material smaller, as such a modification would have involved a mere change 
in size of a component. A change in size is generally recognized as being within the 
level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 



Application/Control Number: 10/702,030 Page 7 

Art Unit: 3635 

Response to Arguments 

Applicant's arguments filed 23 April 2007 have been fully considered but they are 
not persuasive. 

Applicant argues that the prior art of record does not show the new limitation of 
positioning an energy absorbing material to discretely cover each individual fastener of 
said fasteners whereby said fastener is completely covered by said material. As it is the 
Examiner's duty to give all claims the broadest possible interpretation, the Examiner has 
interpreted the amended material in that each fastener is discretely covered because 
each fastener is covered by its own portion of energy absorbing material. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hunter M. Dreidame whose telephone number is 
(571)272-5177. The examiner can normally be reached on Monday - Friday 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on (571)272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Hunter M. Dreidame, Patent Examiner 
July 20, 2007 




Car) D. Friedman 
Supsrvisory Patent Examiner 
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